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Stop Talking and Start Doing: Finally Get Your IP Protected in China 

 

A question that Chinese lawyers are frequently asked is: “How do we protect our IP in China?” 

Our response is always that prevention is the best protection. Unfortunately, international 

companies sometimes enter China without an IP strategy and only realize the importance of 

preventative measures after their IP have been infringed upon. This article discusses a number of 

legal and practical measures that international companies can adopt to enhance their IP 

protection in China. Rather than in-depth discussions of any arcane aspect of IP law, this article 

intends to provide a generally applicable and hands-on guide to foreign companies and their 

lawyers who are interested in taking proactive steps to fend off potential Chinese infringers.    

 

I. The Importance of Timely Filing with Chinese Authorities 

 

The first and most important thing that companies can do is to register their IP with Chinese 

authorities before entering China. Some companies have learnt the hard way that their 

international registrations are not as effective or enforceable as Chinese registrations and that it 

is never too early to register one’s IP in China.  

 

China is a signatory to a number of international IP agreements, including the Paris Convention, 

the Bern Convention, the Madrid Protocol, and the Patent Cooperation Treaty. Under these 

agreements, China must recognize the IP registered in other member countries and give them 

the same enforcement rights and status.1 In practice, however, some local authorities outside of 

major metropolitan areas may not readily recognize international registrations. Further, 

enforcement under these international frameworks may be much slower and costly because 

administrative and judicial authorities on all levels require the registration documents to be 

translated and authenticated. The process could take months while the infringements will 

continue in the meanwhile. In the case of trademarks, although China uses the Nice Classification 

                                                             
1 Paris Convention – Any person from a member state may apply for a patent or trademark in any other member 
state, and will be given the same enforcement rights and status as a national of that country would be. 
Bern Convention – Each signatory state recognizes the copyright of authors from other signatory states in the 
same manner as the copyright of its own nationals. 
Madrid Protocol – Applicants may obtain trademark registrations in many different jurisdictions through a single 
application. 
Patent Cooperation Treaty - Applicants may obtain patent registrations in many different jurisdictions through a 
single application. 
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System, it further divides the 45 classes into subclasses. An international registration may fail to 

register the IP in the correct Chinese subclasses.  

 

II. Patents 

There are three types of patens under Chinese law: inventions, utility models, and designs. Utility 

models are widely used for inventions, so an applicant may register a product as a utility model if 

an invention patent is not granted. China follows a first-to-file system. All applications need to be 

filed with the State Intellectual Property Office. Chinese law requires foreign persons without a 

business office in China to file their patent applications through an authorized patent agent.2 

Authorized patent agents will also ensure that foreign patents are properly translated to Chinese 

before filing.  

 

Invention patents cost the most money and time to register and maintain, but they also enjoy the 

longest protection period. Invention patents provide protection for a maximum of 20 years, 

whereas utility models and designs are up to 10 years. All patents are subject to annual fees, which 

range from 900 RMB to 8,000 RMB (approximately $140 - $1,200 USD) for invention patents, and 

from 600 RMB to 2,000 RMB (approximately $100 - $350 USD) for utility models and designs, 

depending on how long the patents have been registered.3 In the case of inventions, it takes 10 

days to receive the acceptance notice and approximately 32 months to obtain the patent certificate; 

in the case of utility models and designs, it takes 3 days to receive the acceptance notice and 

between 8 and 12 months to obtain the patent certificate. It is important to note that unlike in 

some countries where conditional protection is granted from the date of filing, patents and 

trademarks are only protected from the date on which the registration is complete in China.  

 

III. Trademarks 

The Chinese trademark system operates in a similar way to its Western counterparts, giving 

protection for designs, symbols, colors or other devices used to identify a business’ products or 

services. Like patents, trademarks are recognized on a first-to-file basis that requires no evidence 

of prior use or ownership. This allows opportunistic third parties to register popular trademarks 

and later pursue the true owners for damages. Therefore, foreign companies should register their 

marks in China as soon as possible and definitely before entering into the market to minimize the 

risk of trademark “hijacking.” When filing their applications with the China Trademark Office, 

companies should broadly include the English names, Chinese character names, Chinese pinyin 

names, and Internet domain names of their products. All foreign applicants are required to file 

through a local trademark agent.4 Since the same trademark may be registered under different 

product categories, a separate trademark application must be filed for each class in which the 

company wishes to obtain protection. A trademark is valid for 10 years, and is renewable 

indefinitely for further ten-year periods. It takes approximately 1.5 years from the filing to the 

issuance of a certificate of trademark.  

                                                             
2 Patent Law of the People’s Republic of China (2008), Chap. 1, Art. 19. 
3 Individual patent owners pay 15% of the standard annual fees in the first 3 years. The annual fees for 
companies and individuals are the same after the first 3 years.  
4 Trademark Law of the People’s Republic of China (2014), Chap. 1, Art. 18. 
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It is possible for well-known marks to enjoy protection without registering as trademarks, but only 

a limited number of foreign brands have been recognized as well-known marks. The “well-known” 

status can be granted administratively or judicially. Although the determinations of which marks 

qualify as well-known marks have been rather arbitrary, there is no harm in putting in the efforts 

to preserve this additional ground of protection. Companies should keep good records of all 

documents, Chinese media coverage and data in relation to the creation and popularity of their 

trademarks. 

 

Companies oftentimes register a whole set of similar or derived trademarks to prevent 

infringement. This allows companies to protect future brands or sub-brands with existing 

registrations. However, such practice needs to be consistent with the particular company’s 

branding policy and requires overall planning in advance. 

 

IV. Copyright 

Although registration is not required for the protection of copyrights, foreign companies should 

register their copyrighted work voluntarily with the National Copyright Administration, because 

such registration will serve as powerful evidence of ownership in the event of a dispute. It normally 

takes 30 days from the date of filing to obtain a certificate of copyright. A copyright is protected 

for 50 years after it is first published, or after the death of its author in the case of individual 

copyright owners.5  

 

With the ever-increasing popularity of social media and the boom of instant messaging tools, such 

as Weibo and WeChat, China is now at an unprecedented level of information sharing in terms of  

the range of publicity as well as the extent of accessibility. Copyright owners should consider using 

preventative measures such as placing a warning note on the work or a watermark indicating the 

name of the author. When possible, PDF files should be published rather than other easily 

replicable forms. Copyright owners should also proactively work with internet service providers to 

implement monitoring mechanisms and promptly delete any infringing contents. It is a good 

practice to keep records of all preventative and remedial measures taken, which will become 

helpful in future disputes. 

 

V. Trade Secrets 

Trade secrets are generally categorized into technical information and business information. 

Technical information usually includes designs, formula, procedures, computerized programming, 

also known as “know-how,” while business information often includes management and 

development plans, sales and production knacks, list of customers, financial data and plans for 

investment and financing. Before entering China, foreign companies need to first clarify their own 

range of “trade secrets.” Companies should consider incorporating the following practical 

measures into their overall strategy of trade secret protection and bear in mind that Chinese courts 

rely heavily on documented evidence. All written agreements, policies, IT mechanisms and email 

                                                             
5 Copyright Law of the People’s Republic of China (2010), Chap. 2, Art. 21. 
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exchanges for the purpose of implementing the following measures may become powerful 

evidence in dispute resolution and should be preserved properly during the company’s daily 

operations. 

 

Personnel Management 

 

1. Be cautious when entering into and terminating employment contracts with key employees.  

 

a. Conduct advance background checks on job candidates for any IP-related red flags. 

b. Place tailor-made non-compete and non-disclosure agreements in employment 

contracts according to the employee’s position and access to trade secrets. 

c. Implement uniform policies on the ownership of improvement within the company and 

reflect them in the employment contracts. 

d. Conduct exit interviews with departing employees, reiterate their confidential 

obligations; Have them sign acknowledgement letters and return all materials and 

devices that may contain trade secrets. 

 

2. Incorporate IP protection into the Company’s core value. 

 

a. Place the responsibility of instilling corporate value on the management team. 

b. Set up a specific function department to supervise IP-related issues. 

c. Organize regular trainings to educate employees on compliance requirements, including 

confidential obligations and consequences of violation. 

 

3. Cultivate IP recognition among customers, media and governmental authorities. 

 

a. Build up the company’s IP recognition by regular education to customers on existing IPs. 

Use promotional events to foster the firm’s name recognition and to prompt both loyal 

and skeptical customers to become keen market observers and reporters on 

infringements. 

b. Use the media skillfully to establish the company’s IP recognition and to clarify issues 

when problems arise. 

c. In the case of infringement, local Administrations of Industry and Commerce and the 

Ministry of Public Security are the competent authorities for reviews and investigations. 

Preparing the officials with prior knowledge of the company’s IP ownership and 

protective measures will speed up the investigations when the need arises. 

 

4. Encourage collaborations between the compliance team and the human resources team. 

 

a. Carry out regular education and internal examinations for violation. 

b. Conduct regular searches on e-commerce websites such as Taobao to scan fake products. 

c. Follow updates on IP regulations and incorporate them into internal policies. 

d. Establish internal and external employee reporting systems (e.g. hotlines) for cases of 

infringement. Create procedures of investigations that are consistent with both reporting 
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systems. 

 

Property and Information Management 

 

1. Place marks such as “Confidential,” “Do Not Disclose,” or “Do Not Copy” on confidential 

documents, and insert a notice of confidentiality in confidential email exchanges. 

2. Place confidential documents in segregated areas in the office that requires access 

authorizations. 

3. Prohibit public access to sensitive areas, or require public visitors to sign confidential 

agreements for tours around sensitive areas such as manufacturing facilities and R&D labs. 

4. Establish strict procedures for the use and return of confidential documents and portable 

devices such as cell phones, hard drives and laptops that may contain trade secrets to ensure 

the chain of custody is trackable. 

5. Obtain employees’ informed consent on the company’s monitoring of electronic 

transmissions, online activities and regular CPU screenings of employees’ computerized 

activities. 

6. Restrict the use and download of external messaging programs not relevant to business, such 

as QQ and WeChat. 

7. Establish divided IT access for employees bearing different levels of confidential obligations, 

and establish log-on and log-off mechanisms and password systems for these accesses. 

 

Business Partners  

 

1. Before execution of any agreement, conduct comprehensive due diligence on every business 

partner, including suppliers, distributors and strategic partners. 

2. Include IP protection clauses in all agreements with Chinese business partners, and include a 

notice of confidentiality in emails that may contain trade secrets. 

3. Find common interests with Chinese business partners in order to protect trade secrets 

collaboratively. 

4. Segment manufacturing process and separate personnel in different stages of production to 

prevent exposure of the entire process.  

5. In the case of entrusted manufacturing, require the entrusted manufacturer to have the 

principal’s name on the product as opposed to the manufacturer’s name to the extent 

permitted by law, in order to prevent competitors’ solicitation of the manufacturer to disclose 

the principal’s trade secrets. 

 

VI. Protecting IP with Well-Drafted Contracts 

In addition to registrations and the aforementioned practical measures, well-drafted contacts are 

essential in protecting foreign firms’ IP in China. Companies should ensure that their agreements 

with Chinese partners, distributors, and licensees address all the specific IP risks that they may be 

exposed to under Chinese law and that the agreements are enforceable against the Chinese parties. 
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Non-Disclosure Agreements 

 

Many foreign companies have their Chinese partners sign Western-style NDAs, which generally 

focus on the parties’ obligations to keep the information confidential from third parties. While 

effective to a certain extent, this type of NDAs do not prevent the most serious, China-specific risks. 

Rather than sharing the confidential information with a third party, Chinese manufacturers or 

distributors tend to use the information to reverse engineer a patented product, sell the product 

on its own, and become competitors with the foreign companies that originally supplied them with 

the information. Thus, confidentiality agreements with Chinese parties should include clauses that 

prohibit them from using the information for any other purpose than the ones intended in the 

agreements.  

 

Technology Transfer and Licensing Agreements 

 

While the parties are generally free to set the terms of their technology transfer agreements, the 

terms are subject to certain restrictions under the Contract Law of the People’s Republic of China. 

All technology transfer or licensing agreements must be in writing and must not restrict 

“technological competition and technological development.”6 Chinese law also prohibits specific 

restrictions in technology transfers, such as requiring the licensee to accept additional conditions 

that are not absolutely necessary for the transfer of the technology, restricting the licensee from 

making improvements to the technology, or restricting the licensee from acquiring similar or 

competitive technology from other sources.7 

 

The default rule for technological improvements under Chinese law is that all improvements to the 

technology during the licensing period belong to the party making the improvements.8 This means 

that if the Chinese licensee makes an improvement to the licensed technology, the improvement 

becomes the property of the licensee, unless otherwise agreed in the contract.9  

 

In addition to establishing the ownership of potential improvements, transfer and licensing 

agreements should address the issue of which party is liable when the transferee infringes on the 

lawful interests of a third party while carrying out its duties in accordance with the contract. Under 

the default rule, the transferor would be liable for such infringement.10  

 

Licensing agreements must be registered or filed with the State Council Foreign Trade 

Department.11 Failure to register or file a licensing agreement does not render the agreement 

invalid per se, but the parties will have to clear additional evidentiary barriers in the event of 

litigation if they cannot submit a certificate of registration or filing records of the licensing 

                                                             
6 Contract Law of the People’s Republic of China (1999) (Hereinafter “Contract Law”), Chap. 18, Art. 342, 343. 
7 See Regulations on the Administration of Import and Export of Technologies (2011) (Hereinafter “Regulations”), 
Chap. 2, Art. 29 for a full list of restrictions. 
8 Id. Art. 27. 
9 Article 354 of Contract Law allows the parties to decide the method of sharing any subsequent improvement in 
their contract. 
10 Id. Art. 353. 
11 Regulations Art. 19. 
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agreement.12 

 

Injunctive Relief 

 

Foreign companies should pay special attention when drafting the injunctive relief clause of their 

agreements with Chinese parties. The legal bases for injunctive relieves have existed under specific 

patent, trademark, and copyright laws for over a decade. On the other hand, other grounds for 

injunctive relieves, such as the Anti-Unfair Competition Law and those for disputes arising out of 

IP-related agreements, has only been established in 2013 with the newly revised Civil Procedure 

Law.13 There has been few published cases where an injunctive relief is sought under the new Civil 

Procedure Law, but courts will likely follow the precedents of the IP cases in the previous decade 

when considering whether an injunctive relief should be granted.14 Some foreign parties prefer to 

include a clause where the applicant is allowed to request an injunctive relief without posting a 

bond. Such a clause is inconsistent with Chinese law and court precedents, as the applicant is 

generally required to post a bond in IP injunctive relief cases.15 Although the new Civil Procedure 

Law distinguishes pre-litigation requests and during-litigation requests and allows the courts to 

make a determination on whether a bond is necessary in the latter situation, the practice of 

requiring a bond in IP cases is likely to continue in the foreseeable future.16  

 

VII. Conclusion 

Despite the downturn of the Chinese economy, China remains the largest consumer market that 

foreign firms simply cannot ignore. Facing the necessary evil of added IP risks, foreign companies’ 

best weapon is prevention. Following the correct legal and practical steps will help companies 

reduce the exposure to infringement and be more prepared when the worst happens.   

 

Any question about the material above, please contact: info@shiminlaw.com.  

 

 

 

 

Copyright in this material is owned by Shimin Law Offices. Do not quote, modify, transfer 

or copy this material. 

The composition of this material is only for comprehending Chinese laws and regulations, 

excluding any explanation, illustration or interpretation etc. in connection with Chinese laws 

and regulations. 

                                                             
12 See Supreme People’s Court Rules Regarding Laws on the Pre-Litigation Termination of Patent Infringement 
(2001), Art. 4.2. 
13 See Civil Procedure Law of the People’s Republic of China (2013) (hereinafter “Civil Procedure Law”). 
14 To obtain an injunctive relief in an IP case, five elements are generally considered: (1) The applicant has a high 
likelihood to win the case; (2) The defendant’s current or imminent action or inaction will cause harm to the 
applicant; (3) The applicant’s lawful rights will be irreparably harmed unless an injunctive relief is granted; (4) The 

relief sought does not harm public interest; and (5) The applicant shall generally post a bond. 知识产权行为保全

程序新探, Denglou Wu, IP Division, Shanghai No.2 Intermediate People’s Court, Dec. 24, 2014.  
15 Exceptions are sometimes given to individuals with financial difficulties. 
16 See Civil Procedure Law, Art. 100, 101. 
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